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DETAILED ACTION 

Claims 1, 5, 6 and 8-15 are pending in the RCE of 1/26/09, of which claims 6 and 11-14 
are withdrawn from consideration. 

Claim Rejections - 35 USC § 102/103 
1. Claims 1,5 and 8-10 are rejected under 35 U.S.C. 102(b) as being anticipated bv, or 
in the alternative, under 35 USC 103(a) as obvious over. Lorev et al (US 
4.995.974). 

Lorey teaches (see fig below) an inner tube (1 1 2) with open top and closed 
bottom, having a hydrophobic membrane (138) around it, and located inside an outer 
tube (114), outer tube having an outlet in the bottom (156) and vent at the top (158), 
and a continuous rising surface (of the teflon membrane) as claimed. Membrane is 
PTFE and the pore size overlaps the range claimed. The reference also teaches that 
the membrane can be selected based on the intended use (column 3, lines 3-9 and 45- 
50). 

The reference teaches the outer tube also as covered with a PTFE membrane, 
the whole thing installed in a container or housing, and that the figures 3 and 4 are for 
horizontal operation. However, these details do not disqualify the reference, claims are 
open-ended. Moreover, the hydrophobic membrane would pass the organic liquids 
through the membrane from the outer tube; and the pores of the membrane would also 
allow air venting. Oil/water separation is intended use. 

Material of outer tube is plastic or glass or metal as in claim 10. 
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With respect to claim 4, tine inner tube has a wider (flanged) top. 

Regarding claim 5, applicant elected this claim as readable on figure 1 , even if 
claim 5 appears to be directed at figures 6-8, and thus is considered as an obvious 
equivalent of applicant's fig 1 . 
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2. Claims 1 ,4.5, 8-1 0 and 1 5 are rejected under 35 U.S. C. 1 03(a) as being 

unpatentable over the combination of Hunicke-Smith (US 2002/0185429) and IHaiaht 
(US 6758.951) 




Hunicke-Smith: Details of claims 1 ,4 and 8-10 are clear from the exploded view 
of the device shown above, which are figures 1 and 2 of the Hunicke-Smith reference. 
Material of the outer tube is plastic or glass. Membrane is Teflon, pore size can be as 
desired, and also in the claimed range - see paragraphs 34-36. Oil/water separation is 
intended use. 

Applicant's fig 2b - see applicant's fig 1 and 2b reproduced below. In the 
reference, the 'large diameter upper end' of the inner tube (the flange) rests or stops on 
the rim or upper end of the outer tube as in claim 4. 
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Regarding tiie vent as recited in claim 1 , since tine inner tube is only resting over 
the top rim of the outer tube as seen in the figures of the reference (no tight seal), the 
top opening (mouth) of the outer tube functions as a vent. Also, providing a vent hole 
when necessary would be within the skill level of one of ordinary skill in the art, and 
such vents are also well known in the art. 

Alternately, if one were to follow applicant's arguments, then the membrane can 
be the inner tube and the perforated tube can be the outer tube, which has holes or 
perforations for venting as well as draining the liquids. 

It would also be obvious to one of ordinary skill to provide a vent for letting air in 
or out depending on the operation, as taught by Haight as shown below. 

Claim 5 is considered as an obvious equivalent of applicant's fig.1 , and thus 
obvious over this reference. 

The bottom of the outer tube is funnel shaped. 
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Haiqht: Haiqht teaches (see fig 1 below) a perforated inner tube (15) having a 
membrane (17) wound around it, which is inserted in an outer tube (33), which has a 
bottom drain (39) and a vent (35). The membrane in Haight is hydrophilic, as opposed 
to the hydrophobic membrane claimed. However, it would be obvious to one of ordinary 
skill in the art to have a hydrophobic membrane in place of a hydrophilic membrane 
depending on the liquid to be separated. 

One of ordinary skill would combine the teachings of these references to arrive at 
applicant's invention because it provides nothing more than predictable results. See 
KSR Int'l. v. Teleflex Inc., 127 S. Ct. 1727, 1732, 82 USPQ2d 1385, 1390 (2007). "it is 
commonsense that familiar items have obvious uses beyond their primary purposes, 
and a person of ordinary skill often will be able to fit the teachings of multiple patents 
together like pieces of a puzzle". "The combination of familiar elements according to 
known methods is likely to be obvious when it does no more than yield predictable 
results". 




Fig. 1 



3. Claims I.4.5. 8-10 and 15 are reiected under 35 U.S.C. 103(a) as being 



unpatentable over DeWit (US 6.183.645) in view of Haiqht. 
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Dewit teaches a thimble filter (86) inside a tube (62) which has a wide open top 
on which the filter rests (fig 5 and 7D), and an outlet at the bottom. Filter material is 



Teflon (C3, L20-23) 




FIG.7A FIG.7B F}G.7C FiG7D 

The reference does not teach a vent hole and the pore size of the filter. The 
structure as contemplated by figures 5 and 7D would be self-venting since the thimble 
filter in fig 7D would only loosely fit the tube (62). However, providing a vent hole is 



Application/Control Number: 1 0/537,41 8 Page 8 

Art Unit: 1797 

within the skill of one of ordinary skill in the art and is not patentable without a showing 
of non-obviousness with secondary evidences. Providing a vent in this type of filter 
designs is also known in the art - see Haight above. Pore sizes of the filter can be 
chosen for its intended use as is evidenced by the references cited above in rejections 1 
and 2. 



Response to Arguments 

Arguments are not persuasive. Arguments that outer tube 1 14 in Lorey has plurality 
of openings, or that filtrate would "fly out" etc are not commensurate with the scope of 
the claims. Lorey is also capable of inside-out filtration. 

Argument about Hunicke-Smith regarding the vent is not persuasive: the inner tube 
is not sealed to the outer tube at the top, loosely fit. Providing a vent in the outer tube is 
also a simple choice of design, and has no patentable merit, unless applicant can 
provide evidence otherwise. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Krishnan S. Menon whose telephone number is 571- 
272-1 143. The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David R. Sample can be reached on 571-272-1376. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Krishnan S Menon/ 

Primary Examiner, Art Unit 1797 



